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Claims 1-7 are pending in the application. S ^ 

° O 

The Office rejected claims 1-4 under 35 U.S.C. 102(b) as being anticipated by Tank, et al. 
(5,560,7 1 6) as disclosed in column 2, line 67 through column 3, line 1 , 

Applicants respectfully traverse this rejection. 



Tank, et al. discloses and claims a diamond bearing surface which is substantially free of Group 
VIE metal. According to Tank, et al., when diamond bearings containing group VIH materials 
arc loaded in operation, the group VIII metals create a tribofilm which can build up on the 
bearing surfaces, increasing the surface friction, and thereby degrading the performance of the 
bearing. 

Applicants believe that Tank, et al., in column 2, lines 31-35, describe the leached diamond 
material they later reference in column 2, line 67 through column 3, line 1. Tank, et al. states 
that this leached material is described in U.S. Patent No. 4,224,380. In the '380 patent, 
substantially all the catalyzing material is removed from the diamond material, providing a 
substantially uniform structure about the diamond crystals. Applicants believe the other types of 
diamond material described Tank, et al,. i.e. Syndax® and Syndrill®, are also substantially 
uniform in structure. 



Applicants note that even though Tank, et ah describe a diamond surface which is substantially 
free of group VIII metals, their diamond may contain catalyzing materials that are not group VIH 
metals. One such material is described in Tank, et al. column 2, lines 46-52, where a second 
phase in the diamond body consists of carbonates, particularly calcium carbonate. This particular 
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catalyzing system for diamond synthesis is described in the specification of the present invention 
in the "background of the invention" section. 

In contrast to Tank, et al, the structure of the diamond material obtained by using the method of 
claims 1-4 of the present invention is not substantially uniform. In the claimed method, only a 
portion of the catalyzing material is removed, causing the structure of the diamond volume to be 
non-uniform. That is 9 the PCD element is made by treating the body to render a volume adjacent 
to the working surface thereof substantially free of the catalyzing material to a depth of at least 
0.1mm from the working surface, while permitting the catalyzing material to remain in at least 
some of remaining volume of the body. 

Applicants further believe that since Tank, et al. include diamond materials that contain 
catalyzing materials among those advantageous to their invention, whatever method is disclosed 
in Tank et aL is not drawn to substantially removing the catalyzing material from a volume of the 
diamond material adjacent to the working surface, as claimed in the present invention. 

Furthermore, Tank, et al. (5,560,716) do not disclose the requirement in the present method that 
the catalyzing material has to be removed to the critical depth of at least 0.1 mm from the 
working surface, as claimed and also described in the specification. 

Since Tank, et al. (5,560,716) do not disclose the method of the present invention, Applicants 
believe that Tank, et al. do not anticipate the method claimed in claims 1-4. 

Accordingly, Applicants respectfully request the rejection of claims 1-4 under 35 U.S.C. 102(b) 
be withdrawn, and the claims 1-4 be allowed by the office. 

The Office rejected claims 5-7 under 35 U.S.C. 103(a) as being unpatentable over Tank, et al. 
(5,560,716). 
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Since claims 5-7 depend from now allowable base claim 1, Applicants believe these claims are 
also allowable, and respectfully request allowance of claims 5-7. 

In view of the arguments made herein, Applicants respectfully submit that the application is now 
in condition for allowance. Accordingly, Applicants respectfully request that a timely Notice of 
Allowance be issued in this case. 



It is believed that there are no fees due at this time. However, the Commissioner is hereby 
authorized to charge any fees which may be required at any time during the prosecution of this 
application without specific authorization, or credit any overpayment, to Deposit Account 
180584. If there are any questions concerning the above, please contact the undersigned at 832- 
681-8623. 

Respectfully submitted, 




Jeffeiy E. Daly 
Reg. No. 44,640 



Grant Prideco,L.P, 
1330 Post Oak Blvd. 
Suite 2700 
Houston, TX 77056 
Ph: 832-681-8623 
Fax: 832-681-8699 

e-mail: jeffeir.dalvffigrantprideco.com 
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I hereby certify that this correspondence is being deposited with the 
United States Postal Service as First Class Mail io an envelope 
addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria 
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Trademark Office on the date shown below. * 
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